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PTAB Highlights | Takeaways from
Recent Decisions In Post-Issuance
Proceedings

By Alex Bruening and Drew Tucker

In this installment of the PTAB Highlights, Banner Witcoff examines recent decisions at the PTAB
featuring: the showing of error under the Advanced Bionics framework, the timing for joinder
requests, the use of stipulations to avoid discretionary denial, and more!

Hold your horses! The PTAB won’t consider if the Office erred under the Advanced Bionics
framework until a definitive determination in the other proceeding has been made. Samsung
Electronics. Co., Ltd v. Lynk Labs, Inc., IPR2022-00051, Paper 19 (June 7, 2022) (Tornquist, joined
by Chagnon and Raevsky) (granting institution under 35 U.S.C. 8325(d) and rejecting the patent
owner’s argument that, under the Advanced Bionics framework, institution should be denied
because the references and arguments set forth are cumulative of art already being considered by
the Board, the PTAB finding that the relevant art had not yet been fully considered in the other IPR
such that there is no reference point to determine whether the Office erred).

| feel the need—the need for speed! Requesting joinder as quickly as possible pays off. Intel
Corp. v. VLSI Tech. LLC, IPR2022-00366, Paper 14 (June 8, 2022) (Melvin, joined by Giannetti and
McNamara) (granting Intel’s motion for joinder with OpenSky Indus., LLC v. VLSI Tech. LLC, noting
that although not determinative per se, Petitioner’s timeliness in filing the Petition and requesting
joinder minimized the potential disruption to an existing proceeding and thus supported granting
joinder).

Even a narrow Petitioner stipulation weighs the fourth Fintiv factor against denying
institution. Zynga Inc. v. IGT, IPR2022-00200, Paper 10 (June 7, 2022) (Petravick, joined by
Daniels and Parvis) (regarding the fourth Fintiv factor, while a broad Petitioner stipulation that
includes “any ground raised, or that could have been reasonably raised” weighs more in favor of
granting institution, even a narrow stipulation can mitigate the “concerns of inefficiency and the
possibility of conflicting decisions” and weigh against denying institution).

The PTAB might cut you some slack in IPR petitions. Zynga Inc. v. IGT, IPR2022-00199, Paper

11 (June 14, 2022) (Daniels, joined by Petravick and Parvis) (waiving the effects of interference
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estoppel because “it would be unfair to impose the consequences of interference estoppel on
[Petitioner]” where Petitioner had provoked the interference before the promulgation of Part 42 of
the AIA, which governs inter partes review, and the interference was moot).

Fight fire with fire: if a Patent Owner presents expert testimony, a Petitioner should respond
in kind. Unified Patents, LLC v. Dolby Lab’ys Licensing Corp., IPR2021-00275, Paper 48 (June 15,
2022) (Fenick, joined by Hagy and Ahmed) (finding Petitioner failed to meet its initial burden of
proof to show that the challenged patent was not entitled to an early filing date where Patent
Owner submitted an expert declaration and the Petitioner instead relied exclusively on attorney
argument to rebut that expert testimony).

Where’s the beef? The PTAB’s reliance on unsworn testimony won’t get you a second
chance unless you show undue prejudice. Liquidia Technologies, Inc. v. United Therapeutics
Corp., IPR2020-00770, Paper 49 (June 14, 2022) (Franklin, Yang, and Schneider, per curiam)
(denying Request for Rehearing and rejecting the Patent Owner’s argument that the PTAB had
erred in relying on evidence that failed to comply with statutory sworn-testimony requirements,
explaining that the Patent Owner had failed to show undue prejudice given that it had “deposed
[the expert], under oath, on his opinions”).

As a leader in post-issuance proceedings, Banner Witcoff is committed to staying on top of the
latest developments at the Patent Trial and Appeal Board (PTAB). This post is part of our PTAB
Highlights series, a regular summary of recent PTAB decisions designed to keep you up-to-date
and informed of rulings affecting this constantly evolving area of the law.

Banner Witcoff is recognized as one of the best performing and most active law firms representing
clients in inter partes review (IPR) proceedings. To learn more about our team of seasoned
attorneys and their capabilities and experience in this space, click here.

Banner Witcoff's PTAB Highlights are provided as information of general interest. They are not
intended to offer legal advice nor do they create an attorney-client relationship.
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